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DETAILED ACTION 



Acknowledgements 

1 . Claims 1,3-11, 1 3-23 and 25-33 are remain pending and have been examined. 

2. This Office Action is responsive to the amendment filed on June 13, 2008. 



Information Disclosure Statement 
3. The Information Disclosure Statement filed on 13 December 2004, 19 February 2008 and 
30 June 2008 has been considered. An initialed copy of the Form 1449 is enclosed herewith. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(c) l he invention was described in ( 1) an application for patent, published under seel ion 1 22(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another tiled in the United States before the imention b\ the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 2 1(2) of such treat) in the fnglish language. 

5. Claims 1,3-11, 13-23 and 25-33 are rejected under 35 U.S.C. 102(e) as anticipated by 
Gilliam et al. (US Patent No. 7,206,765 B2) ("Gilliam"). 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 



Application/Control Number: 10/796,067 Page 3 

Art Unit: 3621 

CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Referring to claim 1 , Gilliam discloses a method for creating a rights expression for association 
with an item for use in a system for controlling use of the item in accordance with the rights expression, 
said method comprising: 

a) specifying rights expression information indicating a manner of use of an item, said rights 
expression information including at least one element, said element having a variable and 
corresponding value for said variable [see at least column 7, lines 1 1-23, column 8, lines 1-9, 
column 23, lines 34-47, column 26, lines 2-15 (the file and at least one response with private 
keying material that it can access)]; 

b) generating a template of said rights expression information, including removing said value 
for said variable from said element [see at least column 9, lines 6-22, col. 11, lines 6-1 1 - the 
rights can be in the form of a profile; col. 7, lines 39-55 - each time the usage rights is exercised, 
the value of the state variable can be incremented, which is interpreted as removing the value]; 

c) generating an identification for said template [see fig. 1& fig. 3 with associated text]; and 

d) transmitting said identification for said template to a device adapted to situationally 
determine said variable and enforce said rights expression information based on said 
variable and said identification for said template, whereby said rights expression information 
can be enforced on a device based on said variable and said identification for said template [see 
abstract & claim 1]. 
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Referring to claim 3 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a 
predetermined order and situationally determining untransmitted variables [see at least column 9, 
lines 16-45 - the user makes a request from the vendor and receives the ticket item, which 
includes rights]. 

Referring to claim 4 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a non- 
predetermined order and situationally determining untransmitted variables [see at least column 9, 
lines 16-45 - the user makes a request from the vendor and receives the ticket item, which 
includes rights]. 

Referring to claim 5 , Gilliam discloses a method for creating a rights expression for 
association with an item for use in a system for controlling use of the item in accordance 
with the rights expression, said method comprising: 

a) specifying rights expression information indicating a manner of use of an item, said 
rights expression information including at least one element, said element having a variable 
and corresponding value for said variable [see at least column 7, lines 1 1-23, column 8, lines 
1-9, column 23, lines 34-47, column 26, lines 2-15 (the file and at least one response with private 
keying material that it can access)]; 

b) generating a template of said rights expression information, including removing said 
value for said variable from said element [see at least column 9, lines 6-22, col. 11, lines 6-11 
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- the rights can be in the form of a profile; col. 7, lines 39-55 - each time the usage rights is 
exercised, the value of the state variable can be incremented, which is interpreted as removing 
the value]; 

c) generating an identification for said template [see fig. 1& fig. 3 with associated text]; 

d) transmitting said identification for said template along with machine- interpretable 
reconstruction instructions to a device, wherein said device is adapted to follow said machine- 
interpretable reconstruction instructions to determine said variable and enforce said rights 
expression information based on said variable and said identification for said template [see at 
least column 9, lines 16-45 - the user makes a request from the vendor and receives the ticket 
item, which includes rights]; 

e) whereby said rights expression information can be enforced on a device based on 
said variable and said identification for said template [see abstract & claim 1]. 

Referring to claim 6 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a 
predetermined order and determining untransmitted variables according to said machine- 
interpretable reconstruction instructions [see at least column 9, lines 16-45 - the user makes a 
request from the vendor and receives the ticket item, which includes rights]. 

Referring to claim 7 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a non- 
predetermined order and determining the untransmitted variables according to said machine- 
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interpretable reconstruction instructions [see at least column 9, lines 16-45 - the user makes a 
request from the vendor is receives the ticket item, which includes rights]. 

Referring to claim 8 , Gilliam further discloses transmitting said identification for said 
template to a device adapted to follow machine-interpretable reconstruction instructions to 
determine said variable and enforce said rights expression information based on said variable and 
said identification for said template [see at least column 9, lines 16-45 - the user makes a 
request from the vendor is receives the ticket item, which includes rights]. 

Referring to claim 9 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a 
predetermined order, determining the machine-interpretable reconstruction instructions 
associated with said template, and determining untransmitted variables according to said 
machine-interpretable reconstruction instructions [see at least column 9, lines 16-45 - the user 
makes a request from the vendor and receives the ticket item, which includes rights]. 

Referring to claim 10 , Gilliam further discloses wherein said transmitting step comprises: 
transmitting one or more variables associated with said identification for said template in a non- 
predetermined order, determining the machine-interpretable reconstruction instructions 
associated with said template, and determining the untransmitted variables according to said 
machine-interpretable reconstruction instructions see at least column 9, lines 16-45 - the user 
makes a request from the vendor is receives the ticket item, which includes rights ]. 
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Referring to claims 11, 13-22 are rejected on the same rationale as claims 1-10 above. 
Referring to claims 23, 25-33 are rejected on the same rationale as claims 1-10 above. 

Examiner's Note: 

6. The Examiner has pointed out particular references contained in the prior art of record 
within the body of this action for the convenience of the Applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific limitations 
within the individual claim, other passages and figures may apply. Applicant, in preparing the 
response, should consider fully the entire reference as potentially teaching all or part of the 
claimed invention, as well as the context of the passage as taught by the prior art or disclosed by 
the Examiner. 

7. Although Applicant(s) use "means for" in the claim(s) {e.g. claims 11, 13-33), it is the 
Examiner's position that the "means for" phrase(s) do not invoke 35 U.S.C. 1 12 6 th paragraph. If 
Applicant(s) concur, the Examiner respectfully requests Applicant(s) to either amend the 
claim(s) to remove all instances of "means for" from the claim(s), or to explicitly state on the 
record why 35 U.S.C. 1 12 6 th paragraph should not be invoked. 

Alternatively, if Applicant(s) desire to invoke 35 U.S.C. 1 12 6 th paragraph, the Examiner 
respectfully requests Applicant(s) to expressly state their desire on the record. Upon receiving 
such express invocation of 35 U.S.C. 1 12 6 th paragraph, the "means for" phrase(s) will be 
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interpreted as set forth in the Supplemental Examination Guidelines for Determining the 
Applicability of 3 5 USC 112 6\ l 

Failure by Applicant(s) in their next response to also address the 35 U.S.C. 1 12 6 th 
paragraph issues in accordance with 37 C.F.R. §1.1 1 1(b) or to be non-responsive to this issue 
entirely will be considered a desire by Applicant(s) NOT to invoke 35 U.S.C. 1 12 6 th paragraph. 
Unless expressly noted otherwise by the Examiner, the preceding discussion on 35 U.S.C. 112 
6 th paragraph applies to all examined claims currently pending. 



Response to Arguments 

8. Applicant's arguments filed on June 13, 2008 have been fully considered but they are not 
persuasive. 

As per claim 1, Applicant argues "Gilliam does not disclose specifying rights expression 
information indicating a manner of use of an item, said rights expression information including 
at least one element, said element having a variable and corresponding value for said variable; 
generating a template of said rights expression information, including removing said value for 
said variable from said element; generating an identification for said template; and transmitting 
said identification for said template to a device adapted to situationally determine said 
variable and enforce said rights expression information based on said variable and said 
identification for said template, whereby said rights expression information can be enforced on 
a device based on said variable and said identification for said template" (response pages 13- 
20). Gilliam teaches specifying rights expression information indicating a manner of use of an 
item, said rights expression information including at least one element, said element having a 
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variable and corresponding value for said variable [see at least column 7, lines 1 1-23, column 8, 
lines 1-9, column 23, lines 34-47, column 26, lines 2-15 (the file and at least one response with 
private keying material that it can access)]; generating a template of said rights expression 
information, including removing said value for said variable from said element [see at least 
column 9, lines 6-22, col. 11, lines 6-1 1 - the rights can be in the form of a profile; col. 7, lines 
39-55 - each time the usage rights is exercised, the value of the state variable can be 
incremented, which is interpreted as removing the value]; generating an identification for said 
template [see fig. 1& fig. 3 with associated text]; and transmitting said identification for said 
template to a device adapted to situationally determine said variable and enforce said 
rights expression information based on said variable and said identification for said 
template, whereby said rights expression information can be enforced on a device based on said 
variable and said identification for said template [see abstract & claim 1]. 

As per claims 3-5, Further applicant also argues "Gilliam does not disclose transmitting 
one or more variables associated with said identification for said template in a predetermined 
order and situationally determining untransmitted variables; specifying rights expression 
information indicating a manner of use of an item, said rights expression information 
including at least one element, said element having a variable and corresponding value for 
said variable; generating a template of said rights expression information, including 
removing said value for said variable from said element; generating an identification for 
said template; transmitting said identification for said template along with machine- 
interpretable reconstruction instructions to a device, wherein said device is adapted to follow 
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said machine -interpretable reconstruction instructions to determine said variable and enforce said 
rights expression information based on said variable and said identification for said template; 
whereby said rights expression information can be enforced on a device based on said 
variable and said identification for said template" (response pages 21-22). Gilliam teaches 
transmitting one or more variables associated with said identification for said template in a 
predetermined order and situationally determining untransmitted variables [see at least column 9, 
lines 16-45 - the user makes a request from the vendor and receives the ticket item, which 
includes rights]; specifying rights expression information indicating a manner of use of an 
item, said rights expression information including at least one element, said element having 
a variable and corresponding value for said variable [see at least column 7, lines 1 1-23, 
column 8, lines 1-9, column 23, lines 34-47, column 26, lines 2-15 (the file and at least one 
response with private keying material that it can access)]; generating a template of said rights 
expression information, including removing said value for said variable from said element 
[see at least column 9, lines 6-22, col. 11, lines 6-1 1 - the rights can be in the form of a profile; 
col. 7, lines 39-55 - each time the usage rights is exercised, the value of the state variable can be 
incremented, which is interpreted as removing the value]; generating an identification for said 
template [see fig. 1& fig. 3 with associated text]; transmitting said identification for said 
template along with machine- interpretable reconstruction instructions to a device, wherein said 
device is adapted to follow said machine-interpretable reconstruction instructions to determine 
said variable and enforce said rights expression information based on said variable and said 
identification for said template [see at least column 9, lines 16-45 - the user makes a request 
from the vendor and receives the ticket item, which includes rights]; whereby said rights 
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expression information can be enforced on a device based on said variable and said 
identification for said template [see abstract & claim 1]. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Shahid Kamal whose telephone number is (571) 270-3272. The examiner 
can normally be reached on MONDAY through THURSDAY between the hours of 8:30 AM 
and 7 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Andrew J. Fischer can be reached on (571) 272-6779. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300 for Regular/ After Final Actions 
and 571-273-6714 for Non-Official/Draft. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . 

Should you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 800-786- 

9199 (IN USA OR CANADA) or 571-272-1000. 

Shahid Kamal 
October 10, 2008 



/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 



